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Today’s Discussion

= Keys to establishing a good relationship between in-house and outside counsel.
= What makes a good pitch?

= How PatentAdvisor™ can facilitate the attorney/client relationship.

f(a LexisNexis’ LexisNexis Confidential




Establishing a Good Relationship: Table Stakes

= Communication

= Timeliness

= Subject matter capability
= Being proactive

= Proofreading
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Being Proactive

Graphic representation of the procedural posture of a case

Info Image File Wrapper Transaction History Continuity Data Family Timeline Assignments Guidebook Litigation Update
—
TIMELINE
S . Dates
Application: 15/930,981 Examiner: BENGZON, GREGC
Title: SYSTEMS AND METHODS FOR USER CAPABILITY EXCHANGE ACR... Examiner's Allowance Rate: 581% ® Filing May 12, 2020
Status: Patented Examiner's ETA: 5.3 ® OA1 Oct 27,2020
Patent# 11,444,987 Examiner's Avg. Time to Allowance: 4 years, 2 months Y P— A
ArtUnit: 2444 Examiner's Avg. OAs to Allowance: 2.6 nrenviEw oVt
® OA2 Mar 11,2021
@ Interview 2 Apri1, 2021
® RCE1 Jun §,2021
Year O Year 1 Year 2 Year 3 Year 4 Year 5 Year & Year 7
2020 2021 2022 2023 2024 2025 2026 2027 O @ QLSS 202
® Publication Nowv 17, 2021
® OA4 Dec 20,2021
® @ @Ee® GCEM® @ ) ® Interview3  Jan27,2022
® RCE2 Mar 10, 2022
office Actions (4) [ I }NIEN E OB ® Interview 4 Apr 4,2022
RCEs (2) || [ ] NOA May 24,2022
Appeals (0 @ Interview 5 May 24, 2022
Interviews (5) L O * ¢ ® Issuance Sep 12,2022
Examiner's avg. time to allowance I ’ I
Collapse Timeline
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Being Proactive

Developing the next strategic move

HENRY, RODNEY M

GROUP ARTUNITs 3622, 3644, 3681, 3682
ESTIMATED YEARS OF EXPERIENCE 150
PHONE 571-270-5102

EMAIL rodney.henry@uspto.gov

ETA © RELATIVE TO AU: 3644 ©

6.8%

ALLOWANCE RATE

74%

AU 3644 ALLOWANCE RATE (CURRENT AU)

CHANCES OF WINNING ON APPEAL:

59.6%

Total applicant wins

28

Total applicant losses

19
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Establishing a Good Relationship: Table Stakes

= Communication

= Timeliness

= Subject matter capability
= Being proactive

= Proofreading
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Establishing a Good Relationship: Extra Credit

= Efficiency: getting to “yes” quickly

= Becoming a strategic partner, not a transactional attorney
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Getting to a “yes” Quickly

Data can help improve efficiency

™
ALLOWANCE RATE PATENTADVISOR EFFICIENCY SCORE @
Efficiency scores look at prosecution efficiency and are
normalized for examiner difficulty.

efficiency score of 52.2 means that
they bring applications to disposition at about the same rate
as most law firms for the examiners that they face.The

jacity of law firms fall in the average range.

94.3%

APPLICATION SUMMARY APPLICATIONS BY YEAR

50 ALLOWANCE RATE PATENTADVISOR EFFICIENCY SCORE " @

5 3 30 73% (3891) pATENTED Efficiency scores look at prosecution efficiency and are

normalized for examiner difficulty.
4% (234) ABANDONED

TOTAL® 500

23% (1205) PENDING 96. 1%

ncy score of 60.2 means that
they bring applications to disposition significantly faster

250 I than average for the examiners that they face.
This page is limited to patent applications with electronic file 0 " I I

P T T T IR I VI
histories that were filed on or after 11/29/00. w@ q,@ w@ \,@ q,@ '\,@ q?“ @Q 19% PN N

Click here to include all known published applications.

Granted /abandoned shown in ye
Pending shown iny

T —— APPLICATION SUMMARY APPLICATIONS BY YEAR

2646 53% (1389) PATENTED 0

2% (56) ABANDONED
TOTALO 500

45% (1201) PENDING

250
This page is limited to patent applications with electronic file 0 - I [ | —_ _— —

histaries that were filed on or after 11/29/00. 2017 2018 2019 2020 2021 2022

Click here to include all known published applications.

Granted /abandoned shown in year granted/abandoned
Pending shown in year filed
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Getting to a “yes” Quickly
Data can help identify examiner quirks

REJECTION SPECIFIC STATISTICS ~

Based on Automated Classification of Office Actions Rejections.
First Office Action Rejection Frequency Non-final Office Action Rejection Frequency Final Office Action Rejection Frequency
873 First Office Actions Analyzed) {1511 Non-Final Office Actions Analyzed) 868 Final Office Actions Analyzed)
1000 1500 750
750
1000 500
500
500 250
250
EX PARTE PTAB CASES
0 103 101 op AMM ’ 103 10 DP AMM ’

Show perceniage

Case name

Application number

Outcomes

Decision date

Issues
Reasons For Rejection

103

M 35 U.5.C. 5102 Rejection B 35U.5.C. 5101 Rejection 112(b)

B 35U.5.C. 5103 Rejection B Obviousness Type Double Patenting Refection

B 35 U.S.C. 5112 First Paragraph Rejection B Statutory Type Double Patenting Rejection 103

M 35U.5.C. 5112 Second Paragraph Rejection H References Alice

M 35 U.S.C. 5112 Fourth Paragraph Rejection [l References Mayo 102

M 35U.5.C. 5112 Fifth Paragraph Rejection Ml References Myriad

B 35U.5.C. §112 Sixth Paragraph Rejection 102
103
103
103
112(b)
102
103
112(b)
103
112(b)
103
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Ex parte Brian Robert Elkinson
Ex parte Charles Raymond
Brewer Ill

Ex parte Mark S. Hancock

Ex parte Mehmet Oktay Kaya
and Edward James Limbert

Ex parte Steven B. Elgee and
Steve O. Rasmussen

Ex parte Barry P: Mandel
Ex parte Cherng Linn Teo and
Dennis Chua

Ex parte John P. Panunto and
Van Ho Robin Ho

Ex parte Mituru Takahashi and
Tomotaka Osada

Ex parte Jeffrey D. Hall
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-

Examiner Reversed
Examiner Reversed

Affirmed
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Affirmed
Affirmed
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Affirmed

Affirmed
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Not available

Examiner Reversed
Affirmed

Not available

-
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Getting to a “yes” Quickly

Using data to prove efficiency

80 ‘~ - * TC Groups 3620,
NE SERVICES ‘ 3680, and 3690

.
Founders Legal

75
70 VISA INTERNATIONAL SERVICE ASSOCIATION

65

ALLOWAMNCE RATE (%) —

* Filed in the last 5
60 years

55 1M TOYOTA

ASTERCARD
° @

45
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Establishing a Good Relationship: Extra Credit

= Becoming a strategic partner, not a transactional attorney

13/837,486 | 111647-3: Magnetic Headband

Public view
Application # Attorney Docket # Patent # Status
13/837,486 2 111647-3 8919354 & Patented Case - 12/10/2014
Issued - 12/30/2014
Examiner
RACHEL RUNNING STEITZ & g Application Report
Allowance Rate Average Office Actions To Allowance Examiner Time Allocation (ETA) @
51.8% 2 (as compared to Art Unit 3772)

3.8

View This Examiner's

File Wrappers §  Interview Stats [ Appeal Stats B 23 W) I 77
Art Unit
37762
Allowance Rate Average Office Actions To Allowance
48.7% 2.1
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What makes a good pitch?

= Demonstrate understanding of technology, portfolio, and business
= Demonstrate recognition of in-house struggles

= Demonstrate a desire to be a strategic partner

f(a LexisNexis'

LexisNexis Confidential

13



Offering Unique Services

1. A system comprising:

an orthopedic hardware component attachable to a portion of a body; and

a sustained release device associated with the orthopedic hardware component, the sustained release device
configured to release a compound having a therapeutic effect over an extended period of time.

Probability of examiner assignment.
o

Tech Center Group 1610 : Organic Compounds: Bio-affecting, Body . Target
Treating, Drug Delivery, Steroids, Herbicides, Pesticides, Cosmetics, -
54 0% and Drugs . Avoid
Tech Center: 1600
Allowance Rate: 44.1%
Probability of examiner assignment.
Tech Center Group 3780 : Body Treatment, Kinestherapy, and . Target
Exercising ‘
13.0% Tech Center: 3700 . Avoid

64.795%

Allowance Rate: 60.2%
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Offering Unique Services

1. A system method of treating a patient, comprising:

Implanting an orthopedic hardware component attachable to a portion of a body; and

Dispensing medication to the patient via a sustained release device associated with the orthopedic hardware
component;-the-sustai vi j i j over an
extended period of time.

Probability of examiner assignment.

Tech Center Group 3770 : Medical & Surgical Instruments, Treatment . Taraet
Devices, Surgery and Surgical Supplies ‘ E
55.0% Tech Center: 3700 . Avoid
Allowance Rate: 66.8% s
Probability of examiner assignment.
Tech Center Group 1610 : Organic Compounds: Bio-affecting, Body v . Target
Treating, Drug Delivery, Steroids, Herbicides, Pesticides, Cosmetics,
13.0% and Drugs . Avoid

Tech Center: 1600

Allowance Rate: 44.1%

@ LexisNexis LexisNexis Confidential 15




Ben Hoopes
Senior Patent Counsel

Fortune 100 Global Technology
Company

THANK YOU

Megan Mcloughlin

Technology and IP Attorney
Founders Legal
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Amit Alagh
Senior Product Marketing

Manager
LexisNexis Intellectual
Property Solutions
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